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Serial No. 08/939,905 

The art unit designated for this application has changed. 
Applicants are hereby informed that future correspondence 

should be directed to Art Unit 1631. 

*-v,o -instant application the 
Upon reconsideration of the instant app 

potential reference that was indicated as ^ — to the 

examination of this application has recently become unavailable 

as an issue of concern regarding the instant application. Thus, 

• -. j m/i/QR is hereby withdrawn and 
the suspension, mailed 10/1/98, is ner y 

prosecution is hereby resumed. 

^ T1( . a . n , qeauence disclosures that are 
This application contains sequence 

encompassed by the definitions for nucleotide and/or amino acid 
. eq „ set fort, in 37 CFR S U2!... U> and «a, <2> . However, 
thi. application fails to comply with the retirements of 3V CFR 
s , 821 through 1.825 because the sequences which are present rn 
the specification have not been amended to include the 
corresponding SEQ ID Nos . therewith. For example, sequences are 
present on pages 25 and 28 but without any SEQ ID Nos. cite, 
therewith. Sequences which come under these rules are also 
contained in the instant Figures. It is noted, however, that SEQ 
ID N os. are not required for such sequences in the Figures, even 
though the sequence listing must contain the sequences. 
A pplicants are given the same response time regarding thrs 
failure to comply as that set forth to respond to this office 


action 


ii . 

The title of the invention is not descriptive. A new title 
is required that is cleariy indicative of the invention to whrch 
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the oiai i: r~ — — ciaimed dna ' 

and peroxidase on y ^ fQr 

v, « host cells and transgenic plants, 
such as host cen 

peroxiaaS e and gen e Pr o dU c tlon are also — • ; ; no 

peroxide per se is earned. 

Cl.ims 19-29 are rejected under 35U.S.C. § 

uhilp beinq enabling tor 
, hp specif ication, while Deny 
r^raaraph, because the specu 

I! and transgenic plant embodiments, or -hods <>, use 

► utilizing regulatory region 
order to express a coding segment utilizing 

. ,™ ,„«„„t SEQ ID NO: 2, does not reasonably 

" thin baS6S L ~"~ host cell or transgenic or methods or 
provlde enablement for any host 

use £ or expression from the regulatory region 1-153.. - 

let it Pertains, or with which it is most nearly connected, 

use the invention commensurate m scope with these claims, 
.actors to be considered in determining whether a disclosure 
wo uld reguire undue experimentation have been summarized in . 

. 30 UCPQ 5 « (B PAI 1986) and reiterated by the 

^T^eais in n^^** ■ ™*< » M "< ^ , 

^ The £act ors to be considered m determining whether undue 

■ ■„ reauired include: (D the quantity of 
experimentation is required 

v (2 ) the amount or direction presented, 
experimentation necessary, (2) the 

or absence of working examples, (4) the nature 
(3) the presence or absence 
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• (5) the state of the prior art, (6) the 

of the invention, (5) the bWL 

• ,hP art P) the predictability or 
relative skill of those in the art, ( 

..predictability of the art, an, ( S, the breadth of the claims. 
The Board also stated that althou.h the level of skill m 

n is hiah the results of experiments in genetic 
molecular biology is high, tne 

, ■ i i r^f these factors are 
engineering are unpredictable. While all of 

+- fnr a nrima facie case are 
sufficient amount for a pi-Liu* 
considered, a sutricieu 

discussed below. 

• n of a coding segment or gene of interest 
The expression of a coding a 

■ nractice of the instant invention includes the 

regarding the practice ^ ^ ^ ^ 

usage of regulatory region bases 1-1532 

. . _ h , ra , tor i ZP d nor found to be capable ot 
This region has not been ^ra.t.r. 

■na a coding segment other than in soybean seed coat 
expressing a coamy 

cells The state of regulatory region knowledge yet rs 
insufficient to ^e, — the seance and thus Predict ^t 

1H nredic tably result in expression from 
„ /-,-f hnqt cells would preaicrauxy 
types of nose cexx 

such a regulatory region. This unpredictably supports thrs 

rejection. . 

, . 3 4 17 and 25 are rejected under 35 U.S.C. § 112. 
Claims 3, 4, i i , * ilKJ - 

„ because the specification, while being enabling 
first Daragraph, because tne y 

■ ■ =,t- least the regulatory sequence m 
for DNA molecules containing at least 

bases ,-1532 m active for, or, alternatively, sequences 
whlch have a very high percentage sequence homology over its full 

length ther eby giving it usefulness as a hybridization P robe ; 

does not reasonably provide enablement for any substantially 
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^ - se^ce. The specification does not enabie any 

person skilled i„ the art to which it pertains, or wit, « it 

- h make/use the invention commensurate 

is most nearly connected, to make/use 

in scope with these claims. 

FactMS to be considered in deter.inin, whether a disclosure 
would require undue experimentation have been su^arrzed in 
M£t ^ aIBan , 230 USPQ 546 (BPAI 1986, and reiterated by the 
Cour, of Appeals in ■ « -PQ2d 1,00 at 1404 ( CAFC 

19m The factors to b e considered in determine, whether undue 
experimentation rs required include: ,1, the quantity of 

,o\ t-he amount or direction presented, 
experimentation necessary, (2) the amount 

(4) the nature 

(3) the presence or absence <- 1. 

the state of the prior art, (6) the 
of the invention, (5) the sraue 

relat rve skill of those in the art, (7, the predictability or 
unprovability of the art, and ,8, the breadth of the claims. 
Th e B.-ard also stated that although the level of skill m 
secular bioloqy is hi*, the results of experiments in qenetrc 
engineering are unpredictabie . While all of these factors are 
considered, a sufficient amount for a prr^a facie case are 

discussed below. 

. t- Maims 3 4 17, and 25 are inclusive of any 
Instant claims ±, * • > 

substantially homologous sequence to SEQ ID NO : For these 
claims, the substantial homology laCKS any specific limitation 
directed to useful aliments . Claim 3, for example, as 
preS ently worded, would include coding sequence for inactive 
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or ^ ^ 0£ ^ ------- 

• ^ undesired sequences would occur 
that cross hybridization to undesirea 

■ ,- ftnaqBaV s no guidance as to what 
„kiu in hybridization assays, a 

act.e has b een .nstant. "e, 1* 3 x - - - 

e lt i. dee.ed undue expectation to prepare eercr - 
ic h 1S US e £ul as an act.ve „ tor e«— ts "~ 
1 «h iC h has b een ,nstanti y de.ined ~ - — «^ 
byi nstant — co^e — 

b l g quired £ or seiectin, b ase chants that -y Y« ~ 
:, 0 L g an active en 2ym e . Ke g ardin g — - ■ 
prob e, there is no instant de £ inition o £ what —ons 
e^ences wouid or no t cross hv.ridi.e. ~ 

ne ati .e contro, nude, acids no, h yb rid iZ a tl on Condons 
instanCly de.ined in order to desi 3 n a reason^ speC 

experimentation. 

Clal»s 20, 28. and 23 are reacted, as discussed b elo W , 
un der 35 0.S.C..U2. second paraph, as b em g « fl nUe - 

. . . . distinctly claim the 

+- r^ari-irularly point out anu cub-n . 
failing to particuidny t> 

subject matte r which appUcant regards as the mention. 

claim 2 0 rs va.ua and inde.inite as to what m etes and b ounds 

■™ of the DNA in the vector which 
are meant for the expression of the DN 

molecul . ot clai™ 2 -y opt.onany — on ly the rebate 
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x 15 32 as cited therein. In this option, there 
sequence 1-1532 ab o . lf is 

in fact the regulatory sequence itself 

claim 2 WOU ld 3 enerall y onl y b e — ^ ^ J t _ 

addl tional codin, se^ent be.ond the regulator. 

there 9 ^an y would neve, b e a co m plete expression of t 

™ irest for example. Thus, it i- confusing as to 

f-^ a apne of interest, = c 

nt in clai™ 20 wherem apparently there is normally no 
w hat is cl ^ ciced ^ 

^r-TTcIoU- as to expression , the relator. 
Igongivenas.asesl-^. Clarification is re^estec > via 

arer dai. wording as to what is .eant to b e expressed i 
clearer cia and indefinite 

instant claim 20. Claims 28 and 29 also are g 

of a vector of claim 16 without 
as citing the expression of a vector o ... 

. •„ thP aene of interest m saxd 
• -™ mat the vector contain the gene or 
requiring that une 

VeCt ° r ' , .inn of the appropriate paragraphs 

The following is a quotation of the PP 

.e ^ +-v,o rpiections under 
of 35 U.S.C. § 102 that form the basis for the re 3 e 

this section made in this Office action: 

A person shall be entitled to a patent unless -- ^ 
, a) the invention was known " printe/publlcation 
;OU ?hi y s'o 0 r r a P f orer g n lo^^cre the invention thereof 
ty the applicant tor a patent. 

(b) the invention was patented or c descri b ed in a^nte^ ^ 

publication m this oi 
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on saxe in tni. country . ~« TtTunT^I^ 

date of application for patent 

u T1 q r s 102(a) as 
Claims 3 and 4 are rejected under 35U.S.C. 

bel ng clearly anticipated by Huangpu et al . 

Sl nce the previous o«ic. -ion, mailed -/1/98, new 
evidence has been provided in the .or. of a seance -ch 
be tween instant SEQ ID NO: X and the seed coat — se 

et al This match result is given below as 
sequence of Huangpu et al . 

f ° 110WS: Pd coat peroxidase isozyme (SP0D4.1) m*NA, partial 

DEFINITION Glycine max seed coat perox 
CDS . 
U41657 
gll25l03 


ACCESSION 
NID 

KEYWORDS 
SOURCE 


:~. bea « ct -rain=Williams 82Highly. 
Glycine. 1031) 

IvXTj 1 , ~^' C cD XlAfcSsTin1c. U41657, encoding the 

^^tr^sr""" <PGM5 " 136> 

Plant Physiol. 110, 714 

2 (bases 1 tol031) Gra ham,J.S. 
Huangpu, J., Granam,n.»- 

n-irect Submission rT ., h , m Biological Sciences, 

i. -i° 31 

/organism= "Glycine max 
/strains-Williams 82Highly" 
/db_xref="taxon:3847" 

1. .852 

/gene="SP0D4.1" 
<1. .852 

/gene="SPOD4.1" ( 
/EC number="l .11 .1 n 
/note="H202 oxidoreductase 

/codon_start=l 


REFERENCE 
AUTHORS 
TITLE 

JOURNAL 
REFERENCE 
AUTHORS 
TITLE 
JOURNAL 


FEATURES 

source 


gene 
CDS 


Ser 
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:idase isozyme' 


/products "seed coat peroxi 

/db xr ef = "PID-.gll25l04 M^rnTTFqEODALPNINSIRGLDVVNDIK 
KLVAQSK" 


BASE COUNT 
ORIGIN 


324 a 


209 c 


74.1% 


Query Match _ . 

Best Local Similarity 97.9., 
Matches 1004; Conservative 


207 g 291 t 

Score 922; DB 19; Length 1031; 
Pred. No. 0.00e+00; 
o7 Mismatches 10; Indels 12; Gaps 


9; 


Db , TTTCATGATTGCTTTGTTCAAGGTTGTGATGGATCAGTTTTACTGAACAACACTGATACA 6 0 

Qy 199 ^catga^ctttgttcaa^^^^^ " 8 

, rc .^r^TATCAACTCAATAAGAGGATTGGACGTTGTC 120 

nh 61 ATAGAAAGCGAGCAAUitiGC«w. — -» 

J 253 ATAGAAAGCGAGCAAGATGCACTTCCAAATATCAACTCAATAAGAGGATTGGACGTTGTC 31B 

Db l21 ^x^.^*.^^ ; 8 7 ° 8 

2 , 19 „caagacagcgg^^ 

Db 181 c^GCTATTGCAGCTGAAATAGCTCTGTTGC TGC.AGGAGGTC AGGATGGCCAGTTCC 2 3 9 

2 l CTTGCTATTGCAGCTGAAATAGCTTCTGTT-CTGGGAGGAGGTCCAGGATGGCCAGTTCC «, 

Db 24 0 ATTAGGAAGAAGGGACAGCTTAACAGCAAACCGAACCCTTGCAAATCAAAACCTTCCAGC 299 

Qy «S ATTAGGAAGAAGGGACAGCTTAACAGCAAACCGAACCCTTGCAAATCAAAACCTTCCAGC „ 7 

Db 300 ACCTTTCTTCAACCTCACTCAACTTAAAGCTTCCTTTGCTGTTCAAGGTCTCAACACCCT 35 9 

Qy «. acctttcttcaacctca^^ - 


10 - 


Art Unit: 1631 


Db 

Qy 

Db 

Qy 

Db 

Qy 

Db 

Qy 

Db 

Qy 

Db 

Qy 

Db 

Qy 

Db 

Qy 


rTP ATCCA - CT - TGGACACAAC ATA 473 

474 CTTAG „ GCGTC c« 5 ;; 7 

rr&CACCTGATCAATTTGACAACAGATACTACTCCAATCTTCTGCAGCTCAA 
798 TGGCTTACTTCAGAGTGACCAAGAACTTTTCTCCACTC 

653 TGTCAATAGCTTCAGC - G - AACCAGAATACTTTCTTTTCCAACTTTAGAGTTTCAATGAT 7l 0 
TCTCAATAGCTTCAGCAGTAACCAGAATACTTTCTTTTCCAACTTTAGAGTTTCAATGAT M , 

711 AAAAATGGGTAATATTGGAGTGCTGACTGGGGATGAAGGAGAAATTCGCTTGCAATGTAA ,70 

111 ^ggg™™^^ 

m tt „ T ggagac T cg T ^^ 830 
^—tcaatctaaataaaccaa^^^ 


Db 

Qy 

Db 

Qy 


Sena 
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949 


1098 T. 


1009 


Db 

Qy 


1010 AATCTC 1015 

^ fche majority 

The sequence of the reference xs labeled 

• - ar ,i- qEO ID NO: 1 is labeled as Qy. 
of the bases in instant SEQ ID 

v^i .. I - between the sequences . 
Mi smatches are shown by the symbol 1 bet 

. lirr i,H na evidence tnat t-ue p ci 
This alignment results in supping - 

, rP matches 1015 bases minus the mismatches 
sequence of the reference matches 

,9 This equals 993 bases that match m the 
of which there are 22. This eq A993b ase 

, instant SEQ ID NO : 1 is 1244 bases long. A 993 
alignment. Instant ocy 

, = „ 8 , sequence matching or homology or 
matching sequence is 79.8, sequ 

•entity It IB noted that within the partial, albert 
sequence identity. 

che majority thereof, coding sequence match as given 

„ f of 1015 which is 97.8%. Huangpu et al . 
matching is 993 bases out of 1015 

certain aspects of the sequencing results as discussed in the 

■ rfA that the instant SEQ ID NO : 2 is longer 
citation. It is noted that 

■ „ nt SEQ ID NO: 1 and is genomic in nature. Thus, 
than instant SEQ w 

nf the reference to SEQ ID NO: 2 the 
comparing the sequence of the re 

percentage sequence match is 993 of ,700 or n, 
s a lesser percentage than the comparison to instant SEQ ». 
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srs t he clear majority of the coding sequence 

« - - -tn :::: - 

• emulated with 100% being instant SEQ ID n 

xs calculated is the 

the seance being matched to mstant S EQ 

reference stance. If one reasonably interprets that the 

Mlize the reference sequence then the 
substantial homology may utilize the 

atch , «... — - — — TT 

clearly anticipates instant claims — ™ 
co— ^ of the instant specification has f He ~ 
=^mc definition o t what is meant by the limitation 

:;;;;;a nt ia: ly — - - - - — et ;;;; 13 

reas onable as given above. This supplies evidence that 

s.stantialiy logons - — - fl ~ 

.uj- rpiection under 35 u.b.^. s 
prior art thus supporting this reject 

as required in instant claims 3 and 4 . 

being clearly —pated by t h e Si g ma Chemical Company 
Catalog. 

As noted in the above reaction the basis for the 

i station of instant claims 3 and 4 is not 
substantial homology limitation 

Thus if 10° % o£ a se^" 06 that 
specifically limited. Thus, ^ ^ 

disclosed in a reference matches with a segmen 

also be reasonably interpreted as disclosing a 

instant claim 2 . 

substantially homologous sequence as requi 
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Th e Sigma Chemical Company 1990 Catalog closes several 
oli gomers o f oligo<dA, as wen as oligo.dT, on page 776 e 
of the se oligomers exactly U00, match segments — ^ Q 
ID N0 . 2 For example, The Sigma product * 0 5378 is an 8-mer 

„ „ a base A segment also is present in instant 
oligo(dA) . Such an 8 base A segm 

v, = 7682 - 2689. The Sigma product # 0 8753 is 
cwn ID NO-. 2 at bases 2682 

a :lero £ oligo.dO which is also present in instant SSO n> «, 
2 at bases 1698 - .0! . lesser homolog.es are also present in 
tha t Sig^a product . 0 5878 matches 7 o £ 8 bases in instan 

ID m . 2 at bases !418 - — *- '» - * °"" 

at 87« which is still deemed substantially homologous. Thus. 

« of the Sigma Chemical 1990 Catalog anticipate 
these oligomers ot tne "3" 

instant claims 3 and 4 . 

A rejection based on double patenting of the ^same ^ & ^ 

TdedT-s? the P^J^-.^V^'. 

an invention drawn to ^^al subD 0c)cert , 245 F.2d 467, 114 
Mfg. CO., 151 U.S. 186 I" 9 *'' " . 422 F .2d 438, 164 USPQ 619 
USPQ 330 (CCPA 1957); and In re Vogel, 

(CCPA 1970) . 

,7* n S C 101) double patenting rejection 
A statutory type (35 U.S C iu ^ conflicting claims 

can be overcome by canceling °^ J^ena y T he filing of a 
so tfey are no lo^^^^VSSSle patenting rejection 
terminal disclaimer Gannoi 
based upon 35 U.S.C. 101- 

■ ■ na iiv reiected under 35 U.S.C. 101 as 
Claim 1 is provisionally rejectee u 

= e that of claim 1 of copending 
claiming the same invention as that 

application Serial Ho. 08/723,414. This is a provision double 
patenting rejection since the con t licting claims have not in £ act 
been patented. The wording of instant claim 1 contains 
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serial N o. 08/939,905 " copenalng applicatl on Serial 

where ; t i he word * - 

B0 . 08/723 , 41 4 centals th ^ ^ ^ 

nation within the respective claims. 

■ te rpretation that "having" and "comprising 
on the interpretat ^ ^ gEQ m 

equival ent open claim language terms. 

N0; l is the identical in hoth ^ rf the 

^n^T/rrfo .to, 418 -d - - \ 97 „ I; re 

1969) ; m re Vogel. 422 F .2d 4i , i9g2) . In re L ongi, 

- ^rur«^ 7 i« - 19851 - and In re GO 

I" \jcpQ9d 2010 (Fed. Cir. 1993). 

^ , ,. e , lainier in compliance with o , 

elective January 1. 1994 » . st f ^^ aLcla i mer 
EftecLiye u inal disclaimer, a uei 73(b)- 

record W «SP must fully comply with 37 

signed hy the assig ^ judiclally 

claims 1-29 are provisionally reject 
rt d trine of ohviousness-type douhle patenting as heing 
cre ated doctrine of serial no 

un patentahle over claim 1 ^ ^ 

08/723 414. Although the conf.ict-ng 

ot patentahly distinct from each other because it is 
they are not patent y ^ ^ is 

,„ ; n 1341 nucleotides at tne 
. , • „ H-iffprent only m i-s* 1 
wnl ch is differe ^ in 

compared to instant SBQ ID 
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ei ,ne in their sequences 
common between these two sequences results th q 

r-onni rpd m instant 
b eing dearly substantial homologous as required 

ciaims 3 ana , as wen as subsequences as listed i» — 
lnstant claims, but not coextensive as to e^r.ents hrn 
ch eir respective scope o £ subject matter as da«, The 
presence of these common embodiments thus supports thrs 
b viousness-ty P e double patently reaction, Instant - 1 
ncluded in th.s obviousness -type double patently rejection due 
common embodiments with cla.s 2 etc. o f copending app^t.n 
v, na/723 414 which are different issues than the 
seri al Number 08/723,414 «„ r , s v S c 101 double 

above rejection of instant claim 1 under 35 U.S.C. 

na 1- en ting. 

" T his is a provisional obviousness-type double patents 

t . on because the conflicting claims have not in fact been 
rejection Decaube 

patented. 

No claim is allowed. 

Papers related to this application may * ^ubmtted to^ 
TechnicS Center 1600 by facsimile transmission^ ^ d 

Ked to Technical Center 160 vx^the with 

94 rather (70 'foI-4242 or (703, 305-3014. 
number is eitner 

an v inquiry concerning this ^"^f ^"^to " 
communications Lorn the ^^^^"^(703) 308-3894 
^ex^nef can^ll^e reacLd on Monday-Frrday from 8 A.M. 

to 4 P.M. 

reached on (703) 308-4028. 
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^f^« s f~i^ ^ - (703) 308 - 0196 ' 

September 13, 2000 ll jj 


